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PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1, 378(b)) 



Mail to: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 145D 
Alexandria VA 22313-1450 
Fax: (571)?J3-8300 



DocK©l Number (Optional) 



JUL 02 2010 
OFFICE OF PETITIONS 



NOTE; If information or assistance is needed in completing this form, please contact Petitions Information at 

(5/1} Zr 2-3282. 



Patent Number: 6.408.979 



Application Number: 09/^^5,365 



Issue Dale: 06/25/2002 



Filing Dale: 03/15/2QOO 



CAUTION: Maintenance fee (and suni^arge, if any) payment must correctly identify (1) the patent 

number (or reissue patent number, if a reissue) and (2) the applicaton number of the actual 
U S. application (or reissue application) leading to issuance of that patent to ensure tho feefs) 
is/are associated with the correct patent. 37 CFR 1.3e6(c) and (d). 

Also complete the folJowFng fnrormatjon, If applicable; 

The abovQ-idsntiftecf patent: 

a re/ssue of original Patent No. , original issue date _____ 



original appltcation number 
original filing date 



n resulted from the ontry into the U.S. under 35 US.C. 371 of international application 
, filed on 



CERTIFICATE OF MAILING OR TRANSMiSSION (37 CFR 1.8(a)) 

I hereby certify that this paper (along with any paper referred to as being attached or enclosed) fs 

(1) being deposited with the United States Postal Servtoe on the date shown below 

mail In ar ' — ' ' ^ ~ 

1450 OR 



, . , ..^.,,y uv-K^^^ncu wi 1 iriB uniieo ciaies h-ostai bervtoe on the date shown below with sufficient oostaao s<i fir^f rh« 
maiNn^an envelope addressed to Mail Stop Pemion. Commissioner for Patents. P.O. Box 1?^ Alfxand^^^^^^^ 

Trademark Office at (571) 273- 



lo^nll^^^'^'^®^ facsimile on the date shown boiow to the United States Patent 
8300. — 

06/25/2010 



Date 




ature 



Vicki J. Shepherd 

Typed or printed name of person signing Certificate 



[Page 1 of4J 



of timo you ruqulio lo coi»p|(,(i; Uiia form art<|/ur suggGailona for reducing !hi 5 bu Man ^hf^AH h« «n^!^^K??? wmmonla 00 thu amount 

TO; Moir Stop Prtitlor*, Commissioner for P^^^nil p O^^^^^ ^^^^ ^ COMPLEtEO FORMS TO Tl IIS AD0HE55. SEND 

if you need assistance in compmng the form, can U800-PTO-9199 and select option 2. 
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JUN 2 5 2010 

Approved for u*c through 03/31/2012. OMO (X351-O016 
U.S. PatenI and Tradamark Olllce; U.S. DEPARTMENT OF COMMERCE 
Undor the papefwvrk RttiucUon Act of 109S. no parsofwi ore rcqviircd to respond to a co[(eclion of tnformaUon unlass It difipi-'jys a valid OMB control nuintoer 



1. SMALL ENTITY RECEIVED 
I I Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS JUL 0 2 2010 
[~1 Patentee is no longer entitled to small entity status. See 37 CFR 1 .27(g) nPFIPP OF PFTITinWfc 

3. MAINTENANCE FEE (37 CFR 1 .20(e)-(g)) UrrlUt Ul" rt I II \mp 

The appropriate maintenance fee must be submitted with this petition, unless it was paid earlier. 



Amount 



NOT Small Entity 
Fee 



(Code) 



I I $ 314yrfee 

17] S 2.480,00 7y.vrfee 



(1551) 
(1552) 
(1553 ) 



Amount 



Small Entity 
Fee 



□ $ 

□ $ 

UN 



(Cod e) 



. 3 Yi yr fee 
.7 14 yr fee 



J1 y^vrfee 



(2551) 
(2552) 
(2553) 



MAINTENANCE FEE BEING SUBMITTED $ 2,480.00 



4. SURCHARGE 



The surcharge required by 37 CFR 1.20(i)(1) of $ ^^O OQ (Fee Code 1557) must be paid as a 

condition of accepting unavoidably delayed payment of the maintenance fee. 

SURCHARGE FEE BEING SUBMITTED $ 130.00 



5. MANNER OF PAYMENT 

I I Enclosed is a check for the sum of $ 

[/I Please charge Deposit Account No. Q^1650 the sum of $ 3.310,00 

Q Payment by credit card. Form PTO-2038 Is attached. 

6. AUTHORIZATION TO CHARGE ANY FEE DEFICIENCY 



^ The Director Is hereby authorized to charge any maintenance fee, surcharge or petition fee deficiency to 
Deposit Account No, 08-1650 ^ 



[Paoe2of4j 
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PT0/Sa/6S (03-09) 
Approved for uhc through 03/31/?oi2. OMB 0GG1-00 16 

1. , u « V . U.S. Pcttenl and TradamarK Office. US DEPARTM^Nf or COMMERCE 

UinTia- tliu Papofwork f^flctu&tiort Act of lOOG. no poreona arfe feouiied to respond to a coflfectton of information unle&s it disf^irjys a VEilid OMB oonirof oum<^t 



7. OVERPAYMENT 



RECEIVED 

As to any overpayment made, please 

[/] Cn^it to Deposit Account No. J^5l1^52 n n (19 2010 

OR ^ 
n Send refund check OFFICE OF PETITIONS 



WARNING: 



Petitioner/applicant Is cautioned to avoid submitting personai information in documents filed in a patent application that may 
contnbutc to identity theft. Personal information such as social security numbers, bank account numbers or credit card 
numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is never required bv 
M^rVv^"^*^ support a peUtton or an application. If this typo of personal information is included in documents submitted to (he 
. *l ^^^^^^ consider redacting such personal information from the documents before submitting them 

to tlie USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after publication of 
the application (unless a non-publication request in compliance with 37 CFR 1.213(a) is made In the application) or issuance of 
a patent. Fufthci-more, the record from an abandoned application may also be availabfo to the public if the application is 
foforonc^d In a published application or an issued patent (see 37 CFR 1.14), Checks and credit card authorization forms PTO- 
203B submitted for payment purposes are not retained in the application file and therefore are not publicly available 

8. SHOWING 

The enclosed statement will sfiow that the delay in timely payment of the maintenance fee was unavoidable 
Sfnco reasonable car© was taken to ensure that the maintenance fee would be paid limely and that this 
petition is being fifed promptly aaer the patentee was notified of, or otherwise became aware of the 
expiration of tho patent. The statement must enumerate the steps taken to ensure timely payment of Die 
maintenance fee, the date and the manner in which the patentee became aware of the expiration of the 
patent, and the steps taken to file the petition promptly. 

^' Pa|L™SsT^^^ "^^"^"^ ™^ DEUYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE 

/Michael O, Sturm/ 06/25/2010 



SiQnature(s) of Petitloner(s) " pate 

MicJiQol O. Sturm 26078 



Typed or printed name(s) Registration Number, If applicable 

206 6th Ave -Suite 12 13 51 6-288-9589 

~OT3r0ss ~ ' Telephone Number 

Des Moines. lA 50309-4076 



Address 



ENCLOSURES: 

Maintenance Fee Payment 
[/] Statement why maintenance fee was not paid timely 
[7] Surcharge under 37 CFR I20(i)(1) (fco for filing tho maintenance fee petition) 
[2 Other ■ 



Showing (Declaration) 



[Page 3 of 4] 
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PTO/SB/G5 (03-03) 
Approved for u&e mrouyh 03/31/2012. OMD 065 1-001 G 

,. H ^ n ^ , US. PalcniandTrademufK Office; U.S. DEPARTMENT OF COMMeRce 

Under the Paptnwu/k Rtidiichon Act of 1695. no peraon:? arc required lo reiporvd to a cofloclwn of infomwtlon unless it displays a vjrld 0MB control number 



37 CFK 1.37S(d) slates: "Any petition under this section must be signed by an attorney or agent 
registered to practice before tlie Patent and Trademark Office, or by the patentee, the assignee or 
other parly in interest." 



/Michael O, Sturm/ 06/25/10 



Signature Date 
Michael O. Sturm 26078 



Type or printed name Registration Number, if applicable 

STATEMENT 

(In the space below, please provide the showing of unavoidable delay recited rn paragraph 8 above.) 



A Petition to Accept Unavoidably Delayed Payment of Maintenance Fee in an Expired Patent (37 CFR 
1.378(b)) was initially filed May 7, 2009 with a Petition to Expedite with regard to the first (1st) 
maintet^ance fee due Decennber 25, 2005. Also included with that filing were payment of the first (1") 
maintenance fee in the amount of $9S0; surcharge of Sl30; petition fee of $1,640; and petition to 
expedite fee of $^00, along with attachments consisting of Declarations and Exhibits. 



Over the past several months, the PAIR system at the U,S. Patent and Trademark Office has been 
reviewed weekly (over 52 times) to determine the status of the initial Petition. The Office of Petitions 
was called on April 26, 2010; April 28, 2010; June 23, 2010 and June 25. 2010 and messages left on the 
voicemaii system of April Wise. On April 28, 2010, Ms, Wise returned the telephone call to legal 
assistant Vicki Shepherd. During the conversation, Vicki was informed by Ms, Wise that she had 
previously submitted her decision to her supervisor; and that it would be up to her supervisor to decide 
whether or not she agreed with Ms. Wise's assessment. She stated she had no idea when the supervisor 
would be acting on same. Ms. Wise then told Ms. Shepherd it could be beneficial for us to go ahead and 
attempt to pay the second (2"^) maintenance fee due December 25, 2009. She stated it would probably 
not be accepted because there was not yet a final decision on our Petition , but that we would at least 
have proof we had attempted to timely pay it. The second (2^*) maintenance fee was paid on April 2S, 
2010 (the same date as telephone conversation between Ms. Wise and Ms. Shepherd). On May 10, 
201.0, wa received Notice of Non-Acceptance of Patent Maintenance Fee (receipt of payment on April 
30, 2010), but it could not be accepted because "No decision has been made on petition" (Box 8, 
Other:), and signed by Shannon Harrison 

As of today, June 25, 2010, we have still not received a decision on the initial Petition fifed May 7, 2009. 
Because today is the final day for the second (2"**) maintenance fee to be paid with surcharge, this 
Petition is being filed anticipating that the second (2"^) maintenance fee will be accepted. 

(Please attach Eidditlonaf sheets if odditional space is needed) — 



[Page 4 of 4] 
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■ United ^States Patknt and trademark Opfick 




,. , ^„ Comrni^sioner forPalLfrtis 

Unite<J Suies Patortt and Trademcuk OKioc 

P.O. Box 1il50 

AiGxarwJria. VA 22:113-14 go 

WWW.UOptO.flOV 



S TRUM & FIX LLP _ _ ^^^^ 

206 6^" AVENUB, SUITR 1213 W!f 19 ZUW 

nns MOlNIiS, lA 50309-4076 jVTay 4, 2010 

NOXrClC OF NON-ACCEPTANCE OF PATENT MAINTENANCE FEE 

REGAR DING PATHN T NUMBER: . 6408979 PAYMENT STATUS; 

Payment Amount KcceivcJ; S 2.61 0.00 „ ^ ^ . 

Payment Year 7.5 (e.g.. 3.5, 7.5~1 1 .5) iS03P,qi?,t was reflinded to your deposit a ccoiint. 

1>A YMRNT RHCEIPT DATE 04/3 0/201 0 RECEIVED 

<M:iilfOom date StinTip) 

Ynur payment was not accepted for the rollowiiig reason(s): *JUL 02 ^010 

CI I ' Tlic nifiiiitL-nJince fee for ihc abovc-Jdcntincd patent wa.-j previously paid on 

OFFICE OF PETITIONS 

□ Infoiniaiion regarding, the previou.s payment is staled in iiett) 8 below, 
n 2. The patent expired on . Sco "Patent lixpiration" section below. 

^'^ T,^,"'"„^'T^°!)i,nfil."r.' s^nficient to cover the inainienance/cc and any required surcharge for the above-identified 
patent. An iidditioiial unnount of » ts/wa$ required, 

, LI 5. Tlie abovc-Jdcntincd paient was r9is.sijed. In accordance witli 37 CFR L366(d). the reissue patent number and reis.siie 
applicaljon number must be provided. aui, i^m^m numucr jnu rvis.siie 

□ 6. llic payment did not include corresponding patent and application numbers, and was not specially accepted. 

□ 7. 'riio abovc-idunimed patent is not subject to maintenance fees. No maintenance fees are due on utility patents filed 

f f.pt'?. '2/1 yso. No maii.icnance fees arts due on design patents or on plant patents. Sec 37 CI-R 1 36''Ca) and (b) 
( I he Rcsubnuttmg Mamtenancc Fee Paymenl" and "Patent Bxpiration^' sections below do not apply. ) ^ ' 

[^8. Oiher: _N<> d ecision lia .s been made - on petition. . 

. UcsuI>iiiilHii{i; Maintenance Fee Payment 

llie six (6) month "gftice period" for jjaying the maintenance fee for the above-identified patent begins on and 

f/ !^ -nrn — " "f"*^;'"?" maintenance fee of $ ^ a resubmitted payment tiled in theUSPTO during 

(Ite 6 month "grace period" is required to include a surcharge ofS . (See "Note" at the bottom of this Noiiw) 

To avoid patent oxpiratiori, the maintenance fee plus any rcquij-ed surcharge must be resubmitted in a manner that rectincf 
al 1 of the indicated rcason(s) for payment non-acceptance and must be filed on or before the dale Ihc 6 month -'sirace " 
period cuds Send by fuesimile to ihc Oftice of i- inance, Maintenance Fee Branch at (57 1 ) 273-6500. or by mail to the 
folowinfi address: Mai! Stop M Correspondence. Director of the USPTO, P.O. Hon 1450. Alexandria^ VA 22313.1450 
((•the attention ofthc individual who has signed below. "^"u ihov. 

Patent I<:x|)ir:iiion 

J.^.^.'?.' r"'" "8^^'=° P^i^'of becomes the expiration date oftlie above-identified patent if the required 

aniouiii for paying the mamtonimce fee is not filed in the USP'fO by that date. See 37 CPR 1.362(g) lixpircd paicMs m-iv 
be reinsimed .fa petition as set forth in 37 Cl'R 1.378 is grained. If the above-identified paient has expiS and «aj^^^ 
number 5 or 6 above ,r the only reason indicated for payment non-acceptance, it is possible that Uie payment mav be 
accepted if resubmitted with a petition as set forth in 37 CFR 1.377, rather than 37 CFR 1.378 

Ifyou hiiyc any qucilions rceurding Ihis NoLicc. contact Uic Omcc of Finance, Maimenance Fee Bfancli at f57l) 272-6500 
ricn^o ask lor iliu individuiil who ha.s signeil below. 

JliannnnJiarrXsti n (57 1 ) 27 2-6386 Jj^^tVt '- -^ l ^ 
Printed Name of USPTO Jicpresentaiivc " Signntui* of USPTO Rcpresentativo 

iiiiicly iniulo ustni;. Ibtf ccimtiCiUc ufmaihnfi or trTOsmi.s.<!ion procedure sel forlh iii 37 CFR 1 8. "wmknaiicc 1l<, pjymcm can be 
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RECEIVED 
CENTRAL FAX CEMTER 

JUN 25 20t0 PTCy3B/45 (03-00) 

„ Approved for USD through Q3J2VZ0^2. 0MB 0651-0016 

U.S. PatflfU and TrademAi^k OfHcc; U.S. DEPARTMENT Of COMMERCE 
Ur^dtr l^*^ Pi>p0/wpf1t Rcdiict'on Act of 1 9QS. no pfrrsorts ara required to respond to a collection of informalion uoiesft \{ displays a valid 0MB contfo) nuniber 



Address to: 
DEractor 6f thta United States 

Patent and Trademark OKice 
Attn: MalnL^nanee F^e 
20S1 Jamteson Avonuo, Suite 300 
Alexandria, VA 22314 

• OR. 

Fax to: 571-273-6500 



MAINTENANCE FEE TRANSMITTAL FORM 

(Do not submit this form efectronically via ^FS-Web) 



I hereby certify that this correspondence is being deppsited with the United 
Stales Postal Service with sufficient postage as first class mafi in an envelope 
addressed^a-^iDtrgjani^^ States Patent and Trademark Office, Attn: 

MainteripfiQa^e. 2051 Jannie^on Avenu9^-StHt.^«aQQi,,AJexandria, VA 22314 

on f .Al[)hui^O, An 10 



Enclosed herewith is the payment of the maintenance feo(s) for the listed patent(s) 



1. 


[X] 




□ 


3. 


□ 


4. 





A check for the amount of $ 2,610>Q0 

surchargo is enclosed. 

I i Payment by credit card. Form PTO-2038 is enclosed. 




_for the full payment of the maintenance fBe(s) and any 



to Deposit Account No.. 



to cover the payment of the fee(s) indicated below 



overpayment to Deposite Account No. 08-1650 



' Information required by 37 CFR 1 .366(c) {columns 1 & 2). Information requested under 37 CFft i .36G(d) (columns 3. 4, & 5). 



Patent 
Number* 



Column 1 



0.408,979 



U.S. Application 
Number* 

Column 2 



09/525,365 



Ciuoloiais. Columns 3 & 4 
Total Payment 



Maintenance 
Fee Amourri 
(37 CFR1.20(eK9) 

Column 3 



$2,480.00 



52,430.00 ^ $130.00 



$2,610.00 



Surcharge 
Amount 
(37 CFR1-20(h)) 

Column 4 



$130.00 



3.6 yrs 



(select one below) 
Qo'umo 5 



7.5 yrs 



X 



11.5 yr$ 



EH . addJlional sheets attached for 

listing additional patents. 



WAPJ^ING: 



Information on tht^ form msy bncome public. Credit card information should not be 
included on this form. Provide credit card information and autliorization on Form PTO-203B, 



Respectfully submitli 
Customer's Signoiure 
Customer's Name M'^^'a^' Stumi 



Registration Number, if applicable: 26078 
Fax: 515-288^860 



Note: All correspondence will be fonwarded to the "Fee Address" or lo the "Correspondence Address" if no "Fee Address" has been orovidcd 
See 37 CFR 1,363. ki«»"wu. 

Puymont of small entity too is approprialo if small entity status strll Bxrets, see 37 CFR 1.27(g). To estat^llsh small enUty status or to chanqo 
status from small tc large entity, a written assertion Is required. See 37 CFR 1.Z7 and 1.33(b}. 

-* Wt Itil^lE MAINTENANCE FEJ= PAYMENTS ARE TO BE MADE BY AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT BOTH Tl IE 
NAME ANO StGNATUKtf Or AN AUTHORi;f.>-:P USER ARE R^QUIREU. i . t3k^ » n I Mt 



Thju collcclion of tnrorm»Hion (.-s required Oy 37 CFR l.atiG. The inronration Is requirGd lo obtain or retain a bonsfit by \\\^ public whid> lo to nio (and t>v Hic usrTO to 
PfOr;«5rO an app|ica,l.on. Ct>nndOTtiality l» Qov^^mud by U.S.C. 122 a«d 37 CFR 1.11 end 1,14. ThrS collection I& est«T»atei to t^ke 5 mmutes lo compieie, Induding 
CMtliur.no propa/tng. and suhmtttfng tho compietect jippliwtion form la ihfi USPTO. Tim a will very d(?pcnding upor> m individual Any cornm^ni^ on iho 
Jjtino.,nt of Omo you require lo complote thia Torm nnd/or suggeitlona fcr reducing this burtten. Should ba sent to the Chiof InfomiatiOn OfHcor U S P.itcnl and 
Tr£j^|.:m.-(rk OfTico, U S. Depmlmcnt of Comniercc-, P.O. Box M50, Alexqndria. VA. Z23ia-1450. DO NOT SENO FEES OR COMPLETED FOftM*! TO thi^ 
OaT?M4' ^^^^ °' ^'"^"^ Trader^arfc Office, A«.v WaJnt.n«n.e Fee, 2QM 

ffyou rt6ed assistance in completing the form, cali 1-B0<yPTO-9l99 and ^ehct option 2. 
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^ RECEIVED 
CENTRAL FAX CENTER 



Ally. Docket No. 2-5127-013 JUN 2 5 2010 

IN Tllli UNITED STA'l l-S PATENT AND TRADEMARK OFFfCli 



RECEIVED 

JUL 02 2010 



III rc Application of: T.AWiY D. FORBES 

Serial No. 09/525,365 

Piled: March 15,2000 

Hntitlcd: NOISE ABATEMAN FILTER OFFICE OF PETITIONS 

PATHNTNO. 6,408,979 
Issued: June 25, 2002 

ASSK3NEE: MAHLE PAIU* FILTER SYSTEMS, INC. 

DECLARATION 

I. VlCKf J. SHEPHERD, hereby declare: 

1 . Thai T reside in Des Moines, Iowa. 

2. "l"hat T have been employed by the firm orStuim &. Fix LLP since Sqjtembcr, 1977. 

3. That A Petition to Accept Unavoidably Delayed Payment orMaintcnance Fee in an 
lixpircd Patent (37 CFR 1.378Cb)) was initially filed May 7, 2009 with a Petition to Expedite 
with regard to the first (l.st) maintctiance fee due December 25, 2005 for Patent No. 6,408,979, 

4. Over the past several month.s, 1 have reviewed weekly (over 52 times) the PAIR 
sy.sicm at the U.S. Patent and Trademark Office to determine tlie status of the initial Petition. 
The Office of Petitions was called on April 26. 2010; April 28, 2010; June 23, 2010 and June 25, 
2010 and messages left on the voicemail system of April Wise. On April 28, 2010, Ms. Wise 
roiurncd the telephone call to me, legal a.«isistant Vicki Shepherd. During the conversation, I was 
informed by Ms. Wise that she had previously submitted her decision to her supervisor; and that 
it would he up (o her supervisor to decide whether or not she agreed with Ms. Wise's a.s.sessmcni. 
She stated .she had no idea when the supervisor would be acting on same. Ms. Wise then told me 
it could be beneficial for us to proceed to pay the second (2"'') maintenance fee due December 
25. 2009. She .stated it would probably not be accepted because there was not yet a final decision 
on our Petition , but that we would at least liave proof we had attempted to timely pay it. 
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5. The second (2"' ) maintenance fee was paid on April 28, 20 \ 0 (the same dale as 
Iflcphonc convcrsalion between Ms. Wise and myselO- On May 10, 2010, we received Notice 
of Non-Acceptatice of Patent Maintenance Fee (receipt of payment on April 30, 2010), and that 
iL could not be accepted because, "No decision has been made on petition" (Box 8, Other;), and 
signed by Shannon I-Jarrison. 

6. As of today, June 25, 2010, we liave still not received a decision on the initial 
Petition filed May 7. 2009. Because today is the final day for the second (2"^) maintenance fee 
to be paid whh surehargc, we filed his Petition anticipating that the second (2"**) maintenance fee 
will be accepted. 



I declare thai all of the statements made herein of my own knowledge are true, and ihat 
all .slatcjnonls made herein on information and belief are believed to be true, and further thai 
these slatemcnts were made with the knowledge that willful false statements or tlic like so made 
arc punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United 
States Code. 

Vicki J. SMpherd" 
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Auto-Reply Facsimile Transmission 



TO: 

Fax Information 
Dale Received: 
Total Pages: 



Fax Sender at 615 28S 531 1 



5/7/2009 12:38:07 PM [Eastern Dayfighl Timg] 
37 (including cover page) 



1^1 I ^ /s an autoniahcafly generated mtum mceipt connmiaihn ofiho facsimife transmission receivodbv 
mo otnco. Piea^ Chock to n).^KosufBth.'^tthonumt^rorpagesiist^0sr^^^ ro/a/PagoSve^aS 
what W.1S mtended to i>e sent AppUcants aro advls^ to mtafn tNs t^ipt in the onUkely event that pmoformis 
f^icsmle tn^nsmlssion is necessary, Appifcants am aiso a^ised to use ths certiflcatB of facsirr)IJo transmission 
pmcod^,^5 sef/ort/^/^^ZCFf? tm ana(b). 37 Cm 1,6(0. Trademark Appiiaonts^ aiso see the T^ma^T 
MBou^it or Examining Procedure (TMEP) s^tk>n 306 of seq, 'i^marK 



Received 
Cover 
Page 



nPir-aT^paQ'i rrfu icirb^ «; stum i mk v? 



"Tor 



Kyi in S'no U.S. )r.t«( F>«, 6,AM.y>ir 

Curlirictiite of Tronamisfijon under 3? CI^RI.B 



--..://C4 



toteptiutic Number 



N' icr r; uft pt^t lUi-*; lt4 fiwi onBicata of lianinission. w Hit* CfdrfiCultt 
lynV^r (iril I.JTAri/>)« no/)(i»;«, fU^ Blb^ir 

i' hJf>i£iihlS ^i'il.U- .""ia't" KwiktHtM JUT, rn«^t.e:n(i "f ?t 

V •^^'■♦•^HV'tiii CAWluvi di^^xhU KiTU CvlilMiji iij. tfwLuiint ftf iT llJkL-•■ 



f>Kffl-tiMff»iiMi);iffwn>irotrt«i rw-y»»n>gM4^-iwiraM^ 



PAGE io/30 ' RCVD AT 612512010 4:26:54 PM [Eastern DaylightTime] * SVR:USPTO-EFXRF-e/26 * DNIS:2738300 ' CSID:515 2884860 * DURATION (iniiHSS):08-00 



JUN-25-10 FRI 02:35 PM STURM & FIX LLP 



USPTO 5/7/2009 1:09:33 PM PAGE 

TO: Auto-reply fax to 515 288 5311 COMPANY: 



FAX NO. 515 288 4860 

i/OOl Fax Server 



P. 11 




Auto-Reply Facsimile Transmission 



TO; 

Fax Information 
Dale Received: 
Total Plages: 



Fax Sender at 515 2SS 5311 



5A7^009 1 :04:33 PM [Eastern Daylight Time) 
12 (including cover page) 



ADVISORY: Thi^ is an automatica!iy gsnemt^d return receipt confirmation ofiho facsimile transn^lsslon mcatvod by 
the OWce, Pi^ase check to msko Sure tt}at the number of pages listed as received in Total f^agcs above matches 
what was intended lo />e sent. Applicants are advised to retain this receipt in the uniikely event that pioof of this 
liicslmilo transmission Is necessary. Appticanis are p/so advised to use the certificate of facsimile transmission 
firocedaros set forth in 37 CFH 1.8(0} Qnd(b), 37 CFR 1.6(f). Trodemark Applicants, also see the Trodewnrk 
Manual of Examining Procedure (TNtSiF) section 306 et seq. 



Received 
Cover 
Page 



mv-w 20W iMu una « siuJn % pu up 



FAX HO. 515 2aS 5)11 



burial Ha. 09/375t9tf 

Cifdfficalfl orirdnsmk^lon Under 37 CFR 1,* 



■'^"UlT. . Jmri*'ntfii. 



4 



y ' fiipflHur* * — ^— 




PA6E11f30'R(»DAT6l25l20104:26:54PM [Eastern Daylight riine]'SVR:USPTO-EFX^^^^ 



JUN-25-10 FRI 02:35 PH STURM & FIX LLP 



FAX N0.Re§^gt§60 
CENTRAL FAX CENTER 



P. 12 



JUN 2 5 2010 

Vl. r'T0/SD«15 (03.09) 

unco,.. P3por.o,K R.....,on Ac. n. p..^n. ..... . ....n. ^^"^t^.^r^ r ,!";^^^^^^ 



PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENAN CE FEE IN AN EXPIRED PATENT (37 CFR 1.378( b ^^ 



Docket Number (Optional) 

2-5REQglVED 



Mail to: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313-1450 
Fax: (571)273-8300 

NOTE: 'nfo^^^^^ as3lst.ince is needed In compfeting this form, please contact Petitions InformaHon at 



JUL 02 2010 
OFFICE OF PETITIONS 



Palonl Number: 6,408,979 



Issue Date: 06/25/2002 



Application Number: 09^525.365 
Filing Date: 03/15/2000 



CAUrfON. Maintenance ee (and surcharge. If any) payment must correctly identify: (1) the patent 

number or reissue patent number, if a reissue) and (2) the appLation nuXr oKctuaf 
u/n;o^'^c^^^^ application) leading to issuance of that patent to ensure the fef s) 

Is/are associated with the con-ectpatenL 37CFR 1.366(c) and (d) sure me ree(sj 

Also complete the following information, if applicable: 

The abovG-ldentified patent: 

I I is a reissue oforiginal Patent No. 

original application number 
original filing date 



original Issue date 



□ resulted from the entry into the U.S. under 35 U.S.C. 371 of mtemational appNcat/on 
. — filed on 



CERTIFICATE OF MAILING OR TRANSMISSION (37 CFR1.S(a)) ~ 
I hereby certify that this paper (.long with any paper referred to a. being attached or enclosed) Is 

gjransmitled by facsimile on the date shown below to^the UnitedStates Patent and Trademark OfRce at (571) 273- 



05/07/2009 



Date 



Vicki J, Shepherd 



Typed or printed name of person signing Certificate" 



[Page 1 of4J 



This ColiectiQn ol Inrorrrwiilort is renijlrod bv 37 riFR i ■^•zji/k^ tk** ur. » 

03 henlno. propanng, an;l submitting the completed ar^i<^(lon1om xfu^eUSP^^^ ^ '""^ « "ojrs to coniplu a indudina 

TO: Moil Slo,> P.rti»on, Comml„,onorfor PatenU. bSS mm'^S^ COMPLETED FORMS TO ThTs ADDRESS T^D 

If you ne6d assistance in completing the form, cau i.aan.PTn.QiQa .-,«w « 
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Central FAX CENTER 
JUN 2 5 2010 

PT0/SB/B5 (Oa^9) 
Approved for usethTOUflh 03/3 1/201 2. 0MB OSSI^oio 

Un.orU,o Pape^orK Roduc^ton AC, ori085, no person. .r..<,ulrcd,o .sp^nd U,"^^^^^^^ 



1. SMALL ENTITY 

Patentee claims, or has previously clarmed. small entity status. See 37 CFR 1.27 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

□ Patentee Is no longer entitled to small entity status. See 37 CFR 1 .27(g) 

3. MAINTENANCE FEE (37 CFR 1 .20(e)"(g)) 

The appropriate maintenance fee must be submitted with this petition, unless It was paid earlier. 



Amount 



NOT SmaJf Entity 

Fee 



(Code ) 



[Zl $ 98Q.00 Sl^yrfp^ 
l~1 $_^_7V4yrfee 



(1551) 
(1552) 
(1553) 



Amount 



Snfiall Entity 

Fee 



[2 $ 
□ $ 



( Code) 



. 3y2yrfee 
. 7 V4 yr fee 
. 11 Vavrfee 



(2551) 
(2552) 
(2553) 



MAINTENANCE FEE BEING SUBMITTED $ 980 00 



4. SURCHARGE 



The surcharge required by 37 CFR 1.20(i)(1) of S 130.00 (p^^ 

condition of accepting unavoidably delayed payment of the maintenance fee. ^ 

SURCHARGE FEE BEING SUBMITTED $ 130.00 



5. MANNER OF PAYMENT 

□ 

Enctosed Is a check for the sum of $ 

Pleasd charge Deposit Account No. 08-1650 

• Payment by credit card. Form PTO^2038 Is attached. 



the sum of S 1 .110.00 



6. AUTHORIZATION TO CHARGE ANY FEE DEFICIENCY 

[7] The Director is hereby authorized to charge any maintenance fee. surcharge or petition fee deficiency to 
Deoosit Account Nn 08-1650 



JPagB2of4] 



PAGE 13/30 ' RCVD AT.»25I2010 4:26:S4 PM [Eastern Dayligtit Time]* SVR:USPT0-EFXRF-$/2$' DNIS:2738300 ' CSID:51S 2884860 * DURATION (min^):0840 



JUN-25-10 FRI 02:36 PH STURM & FIX LLP 



FAX NO. 515 288 4860 



P. 14 



PTO/SB/65 (03-09) 
Approved forus*? through 03/3^3012 0MB 06Svdoib 



Oodor ... Pap^nvor. Koducj^n Ac of ,005. no pe,^. . ^"^'-^S^^ln^r^^^^^^^ 



OVERPAYMENT 

As to any overpayment made, please 

n Credit to Deposit Account No. 
OR 

[7] Send refund check 



WARNING: 

PcJitioner/appJicant is cautioned to avoid submitting personal information in documents filed in a oatent aDoiiraMnn th,. ,«ow 
contribute to Klentily theft. Personal information such as sociaf security numbers ba7k Sun? number S^^^^^ S ^ 
numbers (other than a check or credit cand authorization form PTO-2038 submitted for oavmen Du^osesl^ nnllr^I • ^ k 
U^%fol?«;?n?r,^^f^'^^^^^^^^^ IHhistypeof personal inSlJoSTud^^^^^^^^^ 

tnirJn^^Prn°"l'tv '^^'^""a P^^""^' information from the documents before suSlEo Uiem 
o the USP rO. Petitioner/apphcant is ad^^sed that the record of a patent application is available to the public alter 
the application (un oss a non-pub cation request in comoliance with ^7 tfr i 91 Xi^\ ;^^2h^Z:^I^ *',r,. ^"^^ publication of 
a potent. Funhermoro, the record from an are^aSScTJ^^^^^^^ °^ 
referenced In a publ shed application or an issued Datcnt fsee 37 rpR 1 ^A\ rH^^C^^r^A " " appiicatton is 

2036 «ubmit.ed?or paymenrSurposes ar~at re aSlS^ 
8. SIIOWING 

The enclosed statement will show that the delay in timely payment of the maintenance fee was unavoidable 
since reasonable care was taken to ensure that the maintenance fee would be paid tfrnSSthaf th is 
petition IS being filed promptly after the patentee was notified of, or otherwise becarr^ avvare of t^^^^^ 
expiration of the patent. The statement must enumerate the steps taken to ensurTtimdrDavmentof the 

patent, and the sleps taken to file the petilion promptly. ^ 
pSSlTATEa ''^''^ '^^^^^^ MAINTENANCE FEE BE ACCEPTED AND THE 



/Mirhnrl 0. .SfiirpLL 



05/07/2009 



SignatLireCs) of Petltjoner(5) 
Mich ael O. Sturm 

"^f'yped or printed name{s) 
206 6th Ave ^ Suito 1213 



Date 



26078 



RegisiratJon Number, if applicable 
515-288-9589 



Address 
Des Moines. IA 50309-4076 

Add res$ 



Telephone Nujnber 



[ENCLOSURES: 

m Msiintenance Fee Payment 

Statement w^y msiintenance fee was nol paid timel/ 
\7\ Surcharge under 37 CFR 1.20(i)(1) (fee for filing the maintenance fee petition) 
[7] Other ~ 



Petition to Expedite? Declarations with Exhibits 



(Page 3 of 4] 
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PTO/SB/65 (03-00) 
Approved for use tllfough 03/31/2012. OM8 OeSI-OOIG 



undor PaperworK R«.uc.oo Act or 1 995. no peon. a. .quired to respond to'o'coLrcS^^ 



37 CFR 1378(d) States: "Any petition under this section must be signed by an attorney or agent 
registered to practice before the Patent and Trademark Office, or by the patentee the assiqnee 
other party in interest." ' 



or 



/Michael 0. Sturm/ 



05/07/2009 



Signature 



Date 



Michael O. Sturm 



26078 



Type or printed name 



Registration Number, if applicable 



STATEMENT 

(In the space below, please provide the showing of unavoidable delay recited in paragraph 8 above.) 



See attached sheet for Statement. 



(Please attach addithnaf sheeis if additional space is needed) 



(Page 4 or 4] 
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S TATEMIiNT (Page 4) 

The auached Declarations of VrCKI J. SMEPHRRD, CAROLYN J. CAMPBl-LL. and 
MiCW.L KHOURI, along with Iho accompanying HXIiFBn-S Ibr each Declaration, 
show tiial care was taken to ensure the timely paymcni of the llrst maintenance fee for 
U.S. Patent No. 6,408.979 and that non payjncnt of the maintenance fee was imavoidablc. 
Mahlc did indeed make payment for ihe first maintenance fee, along with the governmciU 
surcharge for filing within the grace period, Sturm & Fix IJ.P did have the mailer on 
their docket, bui through a scries of mistakes did not timely pay the maintenance fee on 
behnlf of iVlahle. The patent became marked as ABANDONED in the Sturm & Imx LLP 
docketing system because of a series of unusual circumstances, especially rendering an 
Invoice befoi-c payment by Mahle, and Mahlc's payment of that Invoice which zeroed out 
the accounts receivable report. Normally a credit would be showing in Stumi & Pix 
LLP's books and alcn Stunn & Mx LI.P that the maintenance fee payment had been 
made by the client. This credit showing would further alert the Sturm & Fix LLP staff 
thai the required maintenance fee had not been paid to the Patcnl Office. Under the just 
mentioned scenario Sturm & Fix LLP's normal procedure would be to pay the 
mainlenfince fee, remove the client's payment from Uie trust account and issue an hivoice 
to the client showing payment of the maintenance fee to the Patent Ofiice. But, as 
explained in the attached Declarations, in .his case the normal scenario did not'happen. so 
Sturm & |.ix LLP was not alerted in the normal ways that the maintenance fee had been 
authorized, but not paid to the United States Patent and Trademark Office. 
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RECEIVED 
CENTRAL FAX CENTER 

JUN 2 5 2010 



Atly. Ducket 2-5127-013 Customer No. 00803 

IN TUB UNITED STATES PATl-NT AND TRADFvMARK OFFICi; 
I'alcntijes: Larry D. FORBliS. ct a|. Assignee: MAH1,1--P«rr l-iltcr Systems, Inc. 



Patent No. 6,408,979 
Issued: June 25, 2002 



Serial No. 09/525,365 
Filed: March 15, 2000 



RECEIVED 

JUL 02 2010 
OFFICE OF PETITIONS 



For: NOISE AnATEMIiNT FILTER 

PE1 1 TIQN TO EXPKniTF. 

Mail Slop PETITIONS 
Commissioner Ibr Patents 
P.O. Hox 1450 
Alexandria, VA 22313-1450 

Dear Sir; 

It is respectfully requested that the attached PETITION TO ACCEPT UNAVOIDABLY 
DELAyED PAYMENT OF MAINTENANCE FEE IN AN EXPIRED PATENT (37 CPR 
L378(b)) be processed on an cxneJitcd basis. 

The fee of $400 for this Petilion to Expedite is being paid by Electronic Funds Transfer at the 
time ofdio on-line filing of saino. 

Respectfully submilled, 

MAHLI>PARK FILTHR SYS TCMS, INC. 



P5Z02Z2fi09 By__iMichMaSium^ 

Michael O. Stum 
Reg. No. 26,078 



'^'"'^ Michael O. Stumi 



STURM & I- IX LLP 

206 Sixth Avenue - Suite 1213 

DCS Moinos. lA 50309-4076 

Phone; 515-288-95il9 

Fn.x; 5 1 5-288-4860 

c-maiJ : suinnrr/'iisllp.coni 

1 



PAGE 17/30 ' RCVD AT mm 4:26:54 PM [Eastern Daylight Time) ' SVR:USPT0-EFXRF-$/2(' DNIS:2738300 * CSID:$15 28S4860 « DURATION M:0840 



JUN-25-10 FRI 02:37 Pti STURM & FIX LLP FAX NO. 515 288 4860 P. 18 



Any. Docket No. 2-5 1 27-0 1 3 

IN THE UNITED STATES PATliNT AND TRADEMARK OJ-TICR 

la rc Application of: LARRY D. FORBES ocr CIX/PH 

Serial No.: 09/525,365 RtUtlvCU 

Filed: March 15,2000 o ?nin 

lintHlcd: NOISE ABATEMENT KILTER JULOZ^UIU 



PATEN T No,: 6,408,979 
Issued; June 25, 2002 

ASSKJNEE: MAI I LE VARR KILTER SYS I'EMS I NC. 



OFFICE OF PETITIONS 



OECLARAT^ON 
I. VICKI J. SHEPI IBRD, hereby declare; 

1 . I hiit I reside in Des Moines, Iowa. 

2. TJiat I have been employed by the firm of Sturm <fc Fi;c LLP since September. 1 977. 

3. That with regard lo maintenance fees due for our various clients, our procedure is to 
prepare and mail by n.-st class mail a leucr to the patentee/assignee in advance ofUie due date for 
payment of the required maintenance tec. along with an Informational Invoice showing the 
amoimi that will be required to be paid for the maintenance fee. In that letter, we request their 
rcspon.se date for approximately 2 months from the date of the letter. If we do not hear from the 
patentee, or assignee, a second letter is sent out reminding them of the payment which is due to 
the Patent Office to keep the patent in force. 

4. That the letter in this case was sent to Mahle-Parr in Wintcrset. Iowa by Carolyn 
Can,pbe||. legal assistant in our Omaha, Nebraska office (liXHlniT A). Mrs. Campbell handles 
payments of all maintenance fees along with her other duties. The Winterset, Iowa address is the 
address previously used for all correspondence to them with regard to maintenance fees. After 
not receiving a response to our letter. Mrs. Campbell prepared and mailed the second, reminder 



PAGE 18/30 ' RCVD AT WIO 4:26:54 PM [Eastern Daylight rone] * SVR:U8PTO-EFXRF«26 ' DNIS:27383I)0 ' CSID:S15 288 4860 ' DURATION M:0840 



JUN-25-10 FRI 02:37 PM STURM 8. FIX LLP FAX NO. 515 288 4860 P. 



Idler (KXFflBJT B) on Jamiaiy 5. 2006. The letter was returned as the foi-warding order had 
expired. After searching the internet, it was determined that the correct address to mail it to was 
23030 } raegcrty Koad, l-armington Hills. MI 48335-2602 and the letter was rc-scnt to that 
address on Januaiy 1 8, 2006 from the Des Moines, Iowa office. (EXHIBIT C) 

5. That on December 6. 2005, 1 sent an c-mail to Michael Sturm indicating that the 
maintenance fee letters and e-mails had been sent to Mahlc Technology, and that to my 
knowledge no rcsponsc(s) had been received from Mahlc. (EXHIBIT D) 

6. That on December 7, 2005 an e-mail was sent from Michael Sturm to Allen Efio of Mahlc 
and our contact at that time, and also to John Feather, Director of Operations of Mal.le, 
ivqiiestlng instructions as to payment of the fee, (EXHIBIT E) 

7. That wc were informed by Mr. Ego on December 12, 2005 that they (Mahle) were in the 
proecs.s of moving his olllce and during ihe transition all documents were packed away. He also 
•stated he would respond to us iit the near future regarding this particular maintenance fee 
(EXHIBIT D 

8. That on December 13. 2005, Mr. Stu,-m sent another c-mail to Mr. Ego informing him of 
an absolute deadline for him to make a decision by December 1 9, 2005. (EXHIBIT G) 

9. That on December 21, 2005. another reminder e-mail was sent to Allen Hgo of Mahle 
(EXMIHITH) 

1 0. That on January 24. 2006. Jennifer I^wis of Mahle, called our De.s Moines. Iowa onicc 
•with regard to the maintenance fee due. I then sent an e-mail to Carolyn Campbell, (o call 
Jennifer Lewis to discuss the maintenance fee as Ms. Lewis indicated that she thought 'they" 
(Mahle) wanted to pay the maintenance fee. Mrs. Campbell returned the call and informed Ms 
i-ewis that she would need to receive the inst.^c.ions and Mahle's payment to proceed with the 

2 
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payment to the U.S. Patent and Trademark Office. (BXllIBIT I) 

1 1. That oil Jaiuiary 24. 2006 wc were asked by Ms. Lewis to provide a "regular" Invoice 
rather than aii Informational Invoice that would also show the amount due for payment of the fee, 
along with the government surchai-gc fee. A copy of that Invoice (EXHIBIT J) was forwarded to 
Ms. Lewis. 



12. That on April 13. 2006, a check in the amount of $1,015 was received in the Dcs Moines. 
Iowa ofllce from Mahle in the amount of $1,015.00 for payment of the mEiintenance fee (small 
entity) due for this case. (EXHIBIT K) 

J 3. That on April 19, 2006, in checking the PTO website (PAlK), Mrs, Campbell found the 
Patent was listed as being a SMALL ENTITY. As the Patent had now had been assigned to 
Mahle, the eoircct status would be as LARGE ENTITY. Mrs. Campbell then sent an e-mail to 
Mr. Sturm asking him if they were, indeed, a large entity to which Mr. Sturm immediately 
replied (EXHIBIT L). On April 28. 2006. Mrs. Campbell then requested by e-mail that 1 prepare 
and have signed a Loss of Small Emily form. (KXHIBi r M) In a return e-mail (EXHIBIT N), I 
in lonned Mrs. Campbell that there were no attorneys available to execute the form on April 28, 
2006, but it would be done on May 1,2006. On May 1 . 2006. the executed form was faxed to ' 
Mrs. Campbell along with an e-mail to infomi her that the faxed document was being sent 
(EXIIIBITO) 



14. That on May 1, 2006, a Loss of Small Kntity for this Patent was faxed to the PTO by Mrs. 
Campbell, 



1 5. That on May, 1 8. 2006, 1 .sent Mrs. Campbell an e-mail (EXHIBIT P) to Inform her that 
wc had received another payment from MAI ILE in the amount of $ 1 ,01 5 for their file 2-51 27- 



013. 



3 
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1 6. That on May 24. 2006, 1 sent an e-mail (EXHIBIT Q) to Mrs. Campbell to check the 
status on several maintenance fees due. 



17. That on June 6, 2006 a docket was printed from the firm's docketing system (PATTSY) 
in DCS Moines. Iowa and a copy c^nailed to Mrs. CampbeH. The print-out indicated thai ihe 
maintenance fee had not yet been paid. (EXHIBIT R) 

18. I hat also on June 6, 2006, an c-mail was received from Mrs. Campbell (EXHIBIT S) 
stating that she would pay the maintenance fee due after I repleni.shcd our Deposit Account 08- 
1 650. I then replied to this e-mail informing her to go ahead and pay ihe fee because I would 
ixiplenish the deposit account immediately. Sometime after July 20. 2006. seeing the unpaid 
maintenance fee on the docket printed July 20. 2006 (liXHIBlT T) imd failing to recognize it as 
the case for which we had received payment of the maintenance fee, and since the time for 
payment had passed, although I have no specific recollection, cither 1 or Mrs. Campbell made an 
entry to our docketing system showing the case as abandoned. 

19. That I was unaware of this mistake until shortly after April 29. 2009 when Michel Khouri 
or Mahic called our Des Moines, Iowa office and discussed this matter with Mr. Stunn. It was 
cojiiii-med by Mr. Sturm and myself (from checking our docket system and PAIR) that the first 
maintenance fee for U.S. Patent No. 6,408,979 had not been paid. 

20. That due to the unusual Invoice requested by Ms. Lewis, our billing system (Timeslips) 
failed to generate a credit balance report in spite of the fact that Mahle had sent us payment for 
the maintenance fee to be paid. The Informational Invoice sent out with our initial letter is not 
posted. An Invoice is prepared and mailed the same day the fee is paid and posted to the client's 
account at month end. Receipt of a requested maintenance fee payment from the "Informational 
Invoice" would be shown on our accounts receivable as a credit balaticc and would alert us that 
the payment had not been billed, nor had it been paid to the Patent Office. Due to the unusual 
Invoice requested by Ms. Lewis, our billing system failed to generate a credit balance report 



4 
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Thai Aict, along with our docketing system having the status of the application showing as 
abiiiidoned, made us unaware that tlie payment had not been made. Because these two items 
used as JTiethods for ascertaining that a payment was made, it was unavoidable that the 
maintenance fee is this particular case was not paid. 

21 . i'hat I then reviewed my e-mail archives and located the e-mails noted in the above 
paragraphs. 

22. That on May 1, 2009, Michael Sturm called Mr. Kliouri lo confirm that die inainlcnan 
fee had inadvertently not been paid despite MAHLE's instructions to pay it. Mr. Sturm also 
informed Mr. Khouri that Sturm & Fix LLP would prepare and file a Petition to Revive. 



I declare that all of the siatemente jnadc herein of my own knowledge are true, and that all 
statements made herein on infonmation and belief are believed to be true, and funher that these 
statements were made with the knowledge that willful false statements or the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code. 




Vieki J, Shepherd 



5 
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EXHIBIT A 



RJv United Slates Patent No, 
Our FUe: 



The Paient Office requires the payment of maintenance fees for aJl issued uiilitv n^<,.ni . 
The fees become due 3;^, 7 mAlVA years ^er the date of isfuJ^^e Sle^s it So 
timdy paid, the patent lapses and all of your rights are lost. 

Your first maintenance fee is now due in the amount of $490 fUnited «?tflt;>« P^f..„T or,^ 

required fonns is $500. This $500 include, our keeping a current docket on t£ dueXs for your 
upcom,n8 maintenance fees, i^mindingycu of the due date forpayment of same, anffollow up 

PlefUie forward yoiu- payment to us by 

in ihe amount of S990. Upon our receipt of same we will proceed with paying the fee to the 
United Stales Patent and Trademark Office. ■ 

You may receive a letter from a NON-GOVERNMENT eniiTv*tr^,,(,'«„. ^ 
into belfevi,^ a.ey are an agency of the united States^^ 
Trademark Ofhce. and offering their services to you regarding paymen ofTe ~ 
mamtenance fee due on your patent. We would encourTge you to Zore Seh le^7L f h • 

request for money. If you have questions regarding recent of iis S^^^ 

call me at once to discuss it further. fiw^i-nimem lener. please 



PA(X23/30'RCVDATrai04:26:S4PM [Eastern Daylight Time]*SVR:USPTO{FX^^^^^ 



JUN-25-10 FRI 02:38 PM STURM & FIX LLP 



FAX NO. 515 288 4860 



P. 



We also take this opportunity to remind you to prompUy let us know if your status 
changes from "small" to "largo" entity so that we may prepare the necessary forms for filing i 
the U.S. Patent and Trademark Office, as required. If you have licensed this Patent to a 
company having more than 500 employees - including all affiliates, we must have this 
information before payment of your current maintenance fee. 

If you have any questions, please do not hesitate to contact me, 

Sincerely, 



n YES, picnse pay the current /naintenance fee. My check for $990 enclosed. 

° IfF^'J'^Tf ^5 maintenance fee. However, small entity staius no longer applies 
My check for $ 1 ,480 is enclosed. * 



□ . NO, please/>OiVOrpay this maintenance fee. I understand tlmi by not paymg the 
CLirrcm fee, the patent will lapse and all rights will be lost. 



Date: 
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EXHIBIT B 



RE: United States Patent No. 
Out File: 



On ^ve wrote to you regarding a maintenaoce fee that is required to be paid to Uic Patent 
Office with resptsct to the above patent. 

To date we have not received your instructions and check to pay same. 

Unless we have yo ur check in onr office on or beforp in the amount of S, we will 
witiidraw from further representation in this matter. 

Please be advised that failure to pay this maintenance fee to the Patent Office wiJ 1 result 
in abandonment of your patent 

Sincerely, 
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. " Vicki Shepherd - Re: MAm 



Pitgc 1 



EXHIBIT C 



To: 

Subject: 



Vicki Shepherd 

Carolyn Campbell 

Wed, Jm\ iS. 2006 3:58 PM 

Kc: MAJILE tetter 



Done! 



>>> "Carolyn Campbell" <Campbc]I@Ii?]lp.com> Wednesday, Januaiv I8 2006 > 
I nan ks, please resend. 

Cnrolyn 4. Cmripbcll 
SiLjfin&Kix IJ.P 

Phono: ^102) 39R-9obo 
Fiix: (402) 398^9005 

This c-inai] mcs^iago, including any aitachmcnts, contains informaiion 
fiMrO the law Hrm of Sturm &. Fix LLP ancT may include infomjition which 
IS confidential and privileged. These niaierinls art intended for the 
sole use of the intended recipicnl(s). If you are not an inten<lcd 
recipient, you are hereby noiilled that revicvv/, use, disclosure, 
•dislribution. copying, or the taltinfi of any action in reliance on ihis 
niatcrifil is prohibiu-d. If you are not the intended recipient, ptcilse 
IiTimeai«ieIy contact the sender by rctum e-mail and destroy all copies 
of ihe original message, 

>» ''Vicki Shepherd" <$hcphcrdfa)hsl!p cr>m> J/J g/2006 3'09-06 PM >» 
i ho leiicr you sent to Allen Ego on January 5 w/r/i the mainienimce 
fee 

past due 5127-013, was returned as forwarding time has expired The 
"new" address is 

23030 Ilyggcrtyl^d, 

IVniingion Ilill!>, Mf 45335-2602 

Do you want mc to just put it in a new envelope and send? 
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Mfcissnge from "Vicki Shepherd" 

<' shcpheid(g>hsllo.com".GWfA.GRPWSB@hsllp.com > on Tuc. 06 Dec 2005 
15:07:47 

-0600 

To: 

"Micliacl Siurra" < siiirm(tj>hs 11 p.coi Ti> 
cc: 

"Carolyn Campbell" <CamphDl] @hslIp.cQin > 
Subject: 

IJRGKNT - Mahlc-Parr 
Mike: 

1 Iinvc sent e-niail and CJC has scut letters w/r/t the following and 
caii'l gel a response from Mahlc-Pair; 



Fuel Filter and Pressure Regulator System Apparatus 

MEXICO 2-5127-032 No. 178618 

1/6/2006 ANNUITY DUE 

GERMANY 2-3127-026 No 

69104174.1 



12/31/2005 



ANNUITY DUE 



CANADA 
12/13/2005 



2-5127-033 

ANNUITY DUE 



No. 2,057,599 



Noise Abatement Filter 
U.S. 

6,408,979 

12/25/2005 



2-5127^013 



1ST MAINTFEEDUH 



No. 



PAGE 27130 * RCVD AT n2SI2010 4:26:54 PM [Eastern DayligM Time] ' SVRiUSPTOIFX^ 



JUN-25-10 FRI 02:39 PH STURM i FIX LLP 



FAX NO. 515 288 4860 



P. 



"Michael Slurm" < siii rm @ lisllp.co m> 
12/07/2005 06:17 PM 

To 

<Alle n.£go@us.inahle.coni >. <i ohn .feather @ ii s . mahlc .coin> 

cc 

Subjeci 

F'wcl; URGHNT - Mahle-PaiT 



.Allen and John, 

Please give us insuoictions. Our letters to you have gone unanswered. 



Michael O. Sturm 
Sturm & Fix LLP 
sLurn i@hsll p.C()in 
Phone: (515) 288-9589 
Direct Plionc: (515) 244-286C 
I'iix: (515) 288-4860 
Web site: ww w.hsllD.com 



I his email message including any attachments, contains information 
irom the law f.rm of Stu,^ & Fix LLP and may include information which 
IS coiifidential and privileged. These materials are intended for the 
sole use of the intended recipient(s). If you are not an intended 
recipient, you are hereby notified that review, use disclosure 
cli.stnbution, copying or the taking of any action in reliance on this 
JiKUerial is prohibited. If you are not the intended recipient plca.sc 
immediately contact the sender by return email and destroy'all copies of 
the orifiinal mcssaye. ^ ^upics or 
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EXHIBIT F 

»> <Allcn.Ego@us.mahle,coui> Monday, December 12, 2005 >» 
Michael, 

I was instmcted to keep these updated but it will take mc at least until 

ncxi week to get the PO req written since we are in process of moving 
liirniiure in (he office again and all my documents are packed up. Let 
know if this is OK. 

Regards, 
Allen Ego 

MAIILE Technology, Inc. 

Air and Liquid Management, AND/LDN L3 

23030 Haggeriy Road, Farminglon Hills, Ml, 48335 USA 
Phone: 248.735.3649. Fax: 248.735-361 8 
Mobile: 248.379.6868 

allcn. cao@us.mahlc.corn . Web: hitp://www.us.mahle.coi-n 
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HXHIBIT G 



From: MicIiaeJ Sturm (Vicki Shepherd) 

'^o: AlIen.Ego@us.mahlc.com 

DjJte; Tuesday, December 13, 2005 9:37:39 AM 

Subject: Re; Fwd: URGBNT - Mahle-PaiT 

Alien: 

We received insiiuctions yesterday from Greg Wilcox ai the Nyemasier firm to 
proceed with the annuity payment due today for the Canadian Patent per die 
instructions he received from Germany. 

The ajniuifics thai still require attention are: 

MEXICO 2-5127-032 No. 178618 

1/6/2006 ANNUITY DUE 

GEIiMANY 2-5127-026 No. 69104174.1 
12/31/2005 ANNUITY DUE 

Because of [he upcoming holidays, most of our foreign associates will be closed 
lor several days during the time frame these annuities are due. 

TiinREPORn, WE MUST fJAVE YOUR INSTRUCTIONS NO LATER THAN 
MONDAY, DECEMBER 19 700S. This date would also apply to the U S 
Mauuenance Fee due for U.S. Patent No. 6,408.979 which is due December 05 

II- you have any questions or need additional infoniiaiion, please do not hesitate to 
coniaet me. n^audic 10 

Best Regards, 
■Mik-e 
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^-JRECEIVED 
CENTRAL FAX CENTER 

JUN25 20B 

Apprcved for use ihfough 07/31/2012. OUB Q651-0031 
U.S. Palcm *nd Tradomark QtTKse: u.S DEHAKlf MtNT OF COMMERCE 
Under iho Paporwoik Riiduuiipn Act of 1335. no ppraons are rpguirgt) rejpand to a ooiteciion of information unlew i< gnplaina a yaJid 0MB conUa | QUP^bpr 



U.S. PATENT NO. 6.408,979 ntO'tj/V^Q 
Serial No. 09/525,365 

JUL oi 



Certificate of Transmission under 37 CFR 1.8 



OFFICE OF Pmms 



1 hereby certify that this correspondence is being facsimile transmitted to the United 
Stales Patent and Trademark Office 



on 



Juno 25,2010 




2010 



Vicki J. Shepherd 

Typed or printed name of person signing Certificate 

515-288-9589 

Registration Number, If applicable Telephone Number 



Note: Each paper must have its own ceilificate of transmission, or this certificate 
must identify each submitted paper. 

L PiirrnoN to accept unavoidably delayrd payment of maintenance per in 

EXPIKIiD PATENT (37 CFR L378b)), wirh regard to the SECOND MAINTENANCE FEE; 

2. NOTICE OF NON^ACCEP [ANCB OF PATENT MAINTENANCE FEE daxed May 4, 20 1 o/ 

3. DECr^AKATlON OF VICKI J, Si im IBRD dMcd June 25, 2010; 

4. COPY OF FIRST PETITION to accept unavoidably DELAYED PAYMENT OF MAINTENANCE FEE 
IN ISXPIRED PATHNT (37 CFR 1,378b)), wilk regard ro ilie FIRST MAlNTENANCIi KKK- pnd' 

5. COPIES OF ALL DECI-ARATIONS AND ATI ACHMENTS PREVOUSLY FILED with regard lo ^/4, 
Above, dW for U.S. Patent No. 6,408.979, Serial No. 09/525.365. 



Tri^s collBcilon of Infofmailon Is naqutrad by 37 CFR i.B. Tno (nrormaiion n required to abiairt er futuin a ber^eftt by Ihc public which i& to tilo (and by me USPTO la 
proctfsji) :m applicaUun. Coitnuentijljty ift go^rnad by 33 U S C. 1?2 ond 37 CFR 1,11 and 1,11 This colloction is ostimatod U) Uika 1 a imnutft* \9 wmpletc 
itictudino oalhoring. pepjKns. and aufamilUng the compltilcd applicijiion form !□ (he USPTO Timo wilf vary da pending upon the indivUJuyl caws Any communts on 
ihii iimciurtt tif ttfrtd you ^e^juire fd complete thia fwrn arvd/or suQQtjsliofti ft>^ reducing this burdnn. should bg wnl to tho Chief fn»orma;ion Oinwr U S Pjlciit ond 
Tr.j(iornflr!t QiUcB, US Oepartrrvenl or Coriimerco. P.O Ho« tiso. Aloyflndria, VA 22313-td50 DO NOT SEND FEES OR COMPLETED FORMS tO THIS 
AtpDRCSa SEND TO: Commfesioner for Patents^ P.O. Box 14S0, Alexandria, VA 22)13.id50, 

if you need as^isfancQ tn conipleting the form, C^tlf 1'$00-PTO-9199 ond seiect Option 2. 

SUEET 2 
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Vicki Shepherd - MAlirE-Parr 5 1 27;0 1 3 ' Page j 

EXHIBIT 1 

rroin: Vicki ShepJiord 

T« : Cn mpbc I l@hsl lp.com 

Dare: Tuc. Jan 24, 2006 3:12 PM 

Suhjcct: MAULD-r'arr 5127-013 

Please call Jennifer Lewis at 248-735-3660 ASAP. She thinks they want to pay 
the maintenance fee. 
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KXTIIBIT |[ 



From; 
To; 
Date: 
Subject: 



Michael Siurm (Vicki Shepherd) 

allen.ego@us.mahlc.coni 

Wednesday, December 2 1 , 2005 2:5 1 : 1 1 PM 

German and Mexican Annuities due 



Per our etirlier letters (Sept, 20 and Nov. 23, 2005) and e-maiis (Dec. 6, 7 and 12). 
we have requested your instructions with regard to: 

Mexico Patent No. 178.618 (2-5127-032) annuity due JANUARY 6, 2006 

German Paieni No. 69104174.1 (2-5127-026) annuity due DECEMBER 3J, 2005 
(foreign associates will be closed beginning tomorrow until January, 2006!) 

U.S. Patent No. 6,408,979 - maintenance fee due DECEMBER 25, 2005 (must be 
paid by Friday, December 23, 2005). 

The time for receiving your instructions and making this payments is extremely 
short. Please forward to us your instructions immediately. 

Thank you for your attention to these matters. 
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LAW OFFICES 

STURM & FIX LLP 

STC 1213 
206 SIXTH AVENUE 
DES MOINES lA 50309^076 

TELEFAX (515) 2684360 
TELEPHONE (51S) 2&9-95e9 



RECEIVED 

JUL 02Z010 
OFFICE OF PETITIONS 

EXHIBIT J 

January 25, 200$ 
rnvoice: 25899 



MAHLE TENNEX NORTH AMERICA 
505 H MADISON 
WINTERSET lA 50273 



In Reference To: UNfTBD STATES Patent Application SM 09/525,365 flied M&mh 15, 2000 'Noise 

Abatem&nt Filtot^ - Larry D. Forbes - assigned to Parr Manufacturing - now U.S. Patent 

No- %40$,979 issued June 25, 2002 

2-5127-013 



Legal Services: 



1/31/2006 Re\;)ew of dcx;ket and 31/ written correspondence regarding deadline for current maintenance 
fee due; preparation and filing of all r^qmed docunnents and fees with the Patent Office; 
receipt, review, docketing and written correspondence regarding acknowledgement from 
Patent Office for payment of fee; review and docketing of next required maintenance fee. 
All follow up communications regarding necessity of paying maintenance fee before due date 
of December 5, 2005. 

For professional services rendered 

AcLditjpnat_Charge$ : 

1/31/2006 Patent Office fee - payment of first maintenance fee 

Patent Office surcharge for late filing of first maintenance fee 

Total costs 



Total amount of tfiis bill 



Balance due 



^^j^moLm] 
350.00 

160.00 
S500.00 

450,00 
65.00 

$515.00 
$1,015.00 
$1,015.00 



NNHEN MAKING PAYMENT. PLEASE REFER TO CUEryrr/ACCOUl^ ReFERENCE NUMBER 5127-013 



PAGE 4/29' RCVD AT 6/25120104:38:16 PM [Eastern Daylight Tlm^^ 



JUN-25-10 FRI 02:44 PM STURH 8. FIX LLP 



FAX NO. 515 288 4860 



P. 05 



5 5EFi>sn- R^'f^fityjjgtfir^, 

^ ^^^5 STURM & FJX LLP - OES MOINES 

206 SIXTH AVENUE SUITE ^2^3 
DES MOIKES. lA 5C309 



FAKGO 



tSl 

o 
o 



Wells Fargo Bank *owi3, N A 
www.we/lsf^rgOtCom 

DATE 



if; 


JJPULARS- 


CEVTS ! 


CURBBNCY 




COIN 








I 
I 




















C>9Clco Efvd o^RT terns arc ricaivsd "^r depct^lj 
wcdn PJ* any uppltcabia collbctlur. AgreoTieLri 



EXHIBIT K 
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Vicki Shepherd - Re: MAHLE TENNEX exhibit l 

From: Michael Sturm 

To: Carolyn Campbell 

Date: Wednesday, April 19, 2006 1:21 PM 

Subject: Re: MAHLE TENNEX 

CC: Richard Fix; Vicki Shepherd 



LARGE. Tennex is huge and has lots of subsidiary companies like Mahle Tennex. They are like a Tortune 500 
company, I. e, one of the 500 biggest companies fn the country. 

»> "Carctlyn Campbell" <Campbdl@hsllp.com> 4/19/2006 12:37:48 PM >» 
I can't get into Pattsy to check this out - are they large or small 
entity. I am doing a final letter to Allen Ego telling him that after 
June 25, 2005 if the nr>aintenance fee Is not paid the patent becomes 
abandoned and rights arc terminated, but T don't know what fee to appJy^ 
small or large? 

Carolyn 3. Campbell 
Stunn & Fix LLP 
campbeH@hslIp.com 
Phone: (402) 398-9000 
Fax; (402) 398-9005 

This e-mail message, including any attachments, contains Information 
from the law firm of Sturm & Fix LLP and may include Information which 

confidential and privileged, These materials are intended for the 
sole o-se of the intended recipient(s). If you are not an intended 
recipient, you are hereby notified that review, use, disclosure, 
distribution, copying, or the taking of any action in reliance on this 
material is prohibited. If you are not the intended recipient, please 
immediately contact the sender by return e-mail and destroy all copies 
of the original message. 



fHe://C:\Documcms and Settines\vishenherd-h5ilIn\r,orjql 5?P!itin<ic\T^^.Tm-i\ow\nnnm ut\a </<; 
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Vicki Shcplierd - Mahle 



Page I 



EXHIBIT H 



From: 
To: 
Oatc; 
SubjccI; 



Carolyn Campbell 

Vicki Shepherd 

Fri, Apr 2S» 2006 2:30 PM 

Mahic 



Would you please slioot off a LOSS OF SMALL ENTITY STATUS on Mahle 5127.013, for Paieiu Na 6,mfil0, 
They are srill on thcj PTO wcbsiie niamtcnance fee pnymeni as small eniity. Their maintenance fee is due by June 25, 
2006 with the surcharge so if ihe LOSS document gets gomg. we can wait until June to pay It since ihcy have paid us 
for ii. 

Carolyn J. Campbell 
Slurm&Kix LLP 
cuinpbell@hsllpxom 
Phone: (-102) 398-9000 
Fhx: (402)398^9005 

This e mail m«SJJ:agc, including any attachments, contains Information from ihc law firm of Sturm & Fix LLP and 
miiy include infomiation which is confidential a^id privileged. These materials are intended for the sole use of the 
inrcnded rccipicni(5). Ifyou are not an intended recipient, you are hereby notified that review, use» disclosure, 
distribution^ copying, or the taking of any action in reliance on this material is prohibited. If you arc not the intended 
recipient, please immediately contact the sender by return e-mail and destroy all copies of the original message. 
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Vicki Shepherd * Re; Miihlc 



Page 1 



EXHIBIT N 



Km in; 
To: 
Date; 
Subject: 



Vjcki Shepherd 
Carolyn Campbell 
Kri, Apr 2S. 2006 2:54 P.M 
Re: Mahle 



No one here to sign - MOS ai Relays, RLF left (he's still not feeling well). Wil do it on Monday. 



>» CaroJyii Ciimpbel! Friday, April 28, 2006 : 
Would you picasu ihool off a LOSS OF SMALL ENTITY STATUS on Mahle 5127-013, for Patent No, 6,408,979. 
I hey ^ro sViW on the ?TO website maintenance fee payment as small entity. Their maintenance fee is due by June 25, 
2006 with The surcharge so if ihe LOSS document gets going, wc can wait until June lo pay it since ihey have paid us 
for iL 

Cnrolyn J. Cumpbcll 
Sturm' iS: Fix LLP 
P-0 inp hell@hsl1p.com 
Phone: (402) 398-9000 
l-ax: (402)398-9005 

Tliis c-mail messaga. including any attachments, contains Information from the law firm of Siurm & Fix LLP and 
may include infortnaiion whicli is confidential and privileged. These matei-ials are Imcnded for the sole use of ihe 
intended rccipient(s). If you arc not an intended recipient, you are hereby notified that review, use, disclosure, 
distribution, copying, or the ifiking of any action in reliance on this material is prohibiicd. If you arc not the Inieiidcd 
recipient, please immediately comae t ihc sender by return c-mail and destroy all copies of die original niessago. 
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Vipki Shepherd ^"m^I^^^^ 



EXHIBIT O 

From: Vicki Shepherd 

To: Carolyn CampbcJl 

Drtlc: Mon. May I, 2006 4:26 PM 

Suhjcct: MAHLE-Parr 

Rcforc I forget lo tell yn, J just faxud the Change to Lar&e Bniily for that case as you requested. 
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Vicki Shepherd - Mahle 5127-013 



Page 1 



EXHTBTX P 



From: 
Tt>: 

Subject; 



Vicki Shepherd 

Carolyn Campbell 

Thu. May 18. 2006 4:39 PM 

Mahle 5127-013 



'nicy have paid $1,0 1 5-just so you know 
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Vicki SJitjpherd - Re: Just checkiiV 
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KXHTBIT Q 



To: 

Date: 

Subject: 



Carolyn CfimpbuU 

Vicki Shepherd 

Wed, May 24, 2006 1:41 PM 

Rc: Jusl checkia* 



Ju&l looking at this, waiting to hear or not heard anything. 

Ctirolyn J, Campbell 
Sliinn & fix LLP 
ca(npl>ciI@hsl!p,com 
Phone: (402) 398-9000 
rax: (402) 398-9005 

This e-inail inessafte, including any atiachmcnts, contains information from the law firm ofSturm & Fix Ll.i' and 
may incluJe informalion which is confidential and privileged. These materials &re inlctidcd for the sole use ofthc 
intended recipieni(s). If you are not an iniended recipicnu you are hereby notified thai review, use. disclosure, 
distribuLion, copyins, or the raking of any aciion in reliance on this material is prohibited. If you arc not the intended 
recipient, please irnmcdiaLcly contact the sender by return e-mail and destroy all copies of the originnl message. 

>» Vicki Shepherd 05/24 1 : 17 PM »> 
On these main, fees: 

3^5483^001 PaulhilJ 
3-5504-001 Liddell 

3-1034-001 Klouda (he called; he's trying to get an investor and ihen will pay??! I) 

5-1595-001 Nelson 

3-551^-001 Merkcl 

3-1:^43-001 Miiy 

3^0192^002 Seriviier 

2-5030^001 CCC 

2-0153-009 Cronin 

5-5537-001 Perkins (1 know; we're waiting because of the status screw-up by PTO> 
2-5127-013 Mahle 

5- 1 598-001 Larson 

6- 0153-OM SiikLira 

TM Decliirations/llenewals 
6-1045-004 Moffat 
2-5030-025 CCC 
6-1047-00! pordon 
2-5030-021 CCC 
2^5030-023 CCC 

2- 5030-026 CCC 

3- 1902-001 Denning 

^nd that takes us ihrough June. 
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Vicki Shepherd - Re: Fwd: Mahle 5127-013 



Page 1 



EXHIBIT S 



From; 

To: 

Subject: 



Vicki Shepherd 
Carolyn Campbell 
Tuc, Jun 6. 2006 2:43 PM 
Re: Fwd; Mahle 5127-013 



Go nhcad and pay because I will send money in today. 
>» Ciifolyii Campbell Tuesday, June 06, 2006 »> 

Oh she made this big deal to Debbie about how she couldn't pay from the "informational J' So yes \ will my ihcir-s 
allcr you send mom money, * ' ^ 

C;iroIyn J. Campbell 
Sliimi Sc Fix \A.? 
car np hullfgh s II t> . com 
Plionc: (402) 398-9000 
Fax: (402)398-9005 

This CHmail message, inchiding any aiLachmenrs, contains informaiion from the law firm of Sturm & Fix LLP and 
may include infonnnlion which i-s confidential and privileged. These materials are intended for the soh use oi'thc 
miendcd recipient(5). If you are not an intended recipient, you are hereby notified that review, use, disclosure 
disiribuwon, copying, or ihc taking of any action in reliance on this material is prohibited. If you are not the intended 
rc-cipient, please immediately comoci the sender by return e-mail and destroy all copies ofihe orfsinal message, 

>» Vicki Shepherd 06/06 2:39 PM >» 
In response to your question... 

obviously, someone there can pay from on infomiatiooal invoice! 
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CENTRAL FAX CENTER 

JUN 2 5 2010 

IN THH UNITHD STATKS PATENl' AMD TRADEMARK OFFICE 

III rc Applicatiod of: LAkUY D. FORBKS 

Serial No.: 09/525.365 

Filed: March 15, 2000 

lintitlcd: NOISE ABATEMKNT FILTER 



PATliNTNo.: 6,408,979 
Issued: June 25, 2002 

ASSIGNEE: MAHLK PARR FILTER SYSTKMS INC. 



DECLARATION 

CAROLYN J. CAMPBELL, hereby declares: 

1 . That r have been employed by the firm of Slurm & 1" ix LLP since October 1 976. 

2. Tliat part of my job duties is to review the docl«ct for upcoming maintenance fees 
that arc due to the United States Patent and Trademark Office in a timely manner. The 
docket is ecncraily reviewed at least two (2) months in advance of the 3, 7, and 1 1 year 
ann i vcrsary dates of the issue date of patent. 

3. That at lca.sl two months in advance of the anniversary date of the issue date I 
send out a first letter to the patentee or assignee advising them of the due date of the 
maintenance fee and rcque-st their instiuctiotts for payment of the fee. An "Informational 
Invoice" is attached to that letter showing the amount due and the requested date that we 
would like to have thoir instructions for payment or non-payment of the current 
maintenance fee due. (A blank copy of tiiat letter designated EXHIBIT A is attached 
hereto.) 



4. That if no response is received from the patentee or assignee to the first letter, a 
second letter is sent out informing the patentee or assignee that we have not reccivcd'any 
instructions regarding payment of maintenance fee from our letter previously sent to 
them, in this letter, we clearly .state that if the maintenance fee is not paid, the patent 
will become abandoned. (A blank copy of thai letter designated EXHIBIT B) is attached 
hereto. 

5. That i did send the appropriate letters to Mahlc Technology in 2005 and 2006. 

6. That on January 25, 2006 at the request of Jennifer F^wis of Mahlc Technology, I 
prepared and mailed an Invoice designated Invoice No. 25899 to Mahlc Tenne.x North ' 
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Ainci-jca, 505 11. Madison, Wintcrsct, lA 50273, in ihe amount of $1,015 for payment of 
the first mainienancc fee and late payinent surcharge. Ms. I^wis i^quested an Invoice 
showine all fees that would be due. Ms. Lewis further informed us that Mahic cannot pay 
from tlie "Inrormatlonal Invoice" which was previously sent with the first letter notifying 
Mahlc of the upcoming maintenance fee due. This was an unusual occurrence in thai a 
regular month end Invoice was requested prior to the fee being paid. Receipt of the 
requested maintenance fee payment from the "Informational Invoice" would be shown 
on our accounts receivable as a credit balance and would alert us thai the payment had 
not been billed, nor had it been paid. An Invoice is prepared and mailed the same day ilie 
fee is paid. Due lo the unusual Invoice requested by Ms. Lewis, our billing system failed 
to generate a credit balance report. 

7. That on April 13, 2006 (three months after mailing the requested Invoice), our 
DCS Moines office received and deposited a check from Mahle Technology in the amount 
of $ 1 ,0 1 5 for payment of the current maintenance fee and late payment surchai gc. 
Normally when a maintenance fee payment is received, that payment would go directly 
into our trust account Instead of the regular checking account. That payment would 
remain in the tmst account until the payment is made to the Patent Office. At that time 
the payment is removed from the trust account and transferred to the regular checking 
jiccounl. Since an Invoice had been rejidcrcd for the maintenance fee prior to receiving 
the payment, the check was deposited into the regular checking account. 

8. That my procedure when paying maintenance fees for corporations, etc., is to 
check their slalus both in the firm's records and in PAIR. Hiat on or about April 28, 
2006. 1 discovered thai Mahle was a T,AIIGE ENTITY instead of a SMALL ENTITY and 
1 asked our Dcs Moines office to prepare a LOSS OF SMALL ENTITY S PATUS which 

I could then fax to the Patent Office. 

9. That I believe at this point there jnust have been a teleplione cal I or e-mail 
message to Mahle indicaling that additional fees would be required for payment of a 
LAKGE EN lTiT, instead of SMALL ENTITY as indicated in Invoice 25899 sent at the 
request of Jennifer Lewis. (EXHIBIT C) 

10. That on April 27, 2006 we received a second payment from Mahle in the amount 
of S1,015. Afier posting the $1,015 to Mahle's account, it was noticed that (he additional 
amounts due for LARGE ENTITY had not been billed to Mahle. 

1 1 . That on April 28, 2006 I prepared and mailed to Mahlc Invoice 26502 in the 
amount ol $5 1 5 for the additional government fees for a status of LARGK ENTITY. 

A fter po.sting the payment of .$ 1 .0 1 5 to their account it was noted that they had a credit 
balance of $500. ^Hic $500 was Iransfcned to another account for them which also had a 
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maintenance! fue due. (EXHIBI T D) 



12, That on or about May 1 , 2006, 1 faxed a LOSS OF SMALL ENTITY STATUS to 
ihc patent OfTice for the piUent referenced above, U.S. Patent No. 6,408.979. 

13, 'Ihat knowing that il takes several days for Uie U.S. Patent Office, Maintenance 
Fee Division to correct and post updated information, , I did not make the payment at this 
time. If payment for a maintenance fee as a large entity wa.s made prior to the updating of 
the status of Mahle, the payment would either be entered as a small entity payment rate 
and the extra monies refunded, or the payment could have been refused. Therefore, my 
procedure is to wail several days to make sme the Patent Office has posted the updated 
information. 



1 4. That even thoufih tlie maintenance fee due was on the docket for June 25, 2006, 
iinfortunatciy I thought f had paid il so T did not do any follow-up on it and the fee was 
nut paid. 

1 5. That after June 25, 2006. the docketing system showed the Patent as still current. 
(EXI IIIMT E). The file was marked AlJANDONKQ sometime after July 20, 2006. 
(CXfllBi r I') attached hereto. Sometime after June 25, 2006, seeing the unpaid 
maintenance fee on the docket and falling to recognize it as the case for which we had 
received payment of the maintenance fee, and since the time for payment had passed, 
althotigh I have no specific recollection, eiUicr Mrs. Shepherd or myself made an entry to 
our dockclinii system showing the case as abandoned. I was unaware of this mistake 
until shortly after April 29, 2009 when we were notified by Mahle that the patent was 
expired, in spite of the fact that Mahle had sent the payment to us for the maintenance 
fee. 

1 6. That on or about January 2008 I contacted the Des Moines office, who receives 
all payments on all accounts receivables, and asked that when they receive a payment 
for a maintenance fee. that J be notified. Usually, a copy of the maintenance fee due letter 
is returned with the client's payment so we know that the fee payment being made is 
actually for the payment of the current maintenance fee due. The Des Moines office 
sends me an e-mail stating that a particular client has paid the maintenance fee for the 
current maintenance fee due. At the time of the receipt of the e-mail. I pull the file copy 
of the letter retained in the Omaha office and mark in red ink the date the payment was 
received on the top of my copy of the letter . The letter is then placed in a follow up file 
which file is checked weekly.. We do allow at least ten (1 0) days from deposit of the 
payment from the client for the payment to clear the bank. At least weekly, I check the 
aforementioned file to determine if the ten (10) days has passed, at which time I will pay 
the fee. 
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1 7. That since the ihrce places where we normally check for pending matters, which 
is credit balances on our accounts, on our docketing system, and money deposited into 
our trust account, no pending maintenance fee for this particular Mahic case was 
showing. The accounts receivable was at a zero balance due to the Invoice submitted to 
Mahle prior to receipt of the payment, and then iheir payment of the Invoice. I hc docket 
was shoAvinfi not showiaig tJie maintenance fee as pending, as it had been marked 
ABANDONED and no longer would show up on the print out of pending matters. 

I declare that all of the statements made herein of my own knowledge are tnie, 
and livdl all statements made herein on information and belief are believed to be true, and 
further that those statemeiits were made with the knowledge that willful false statements 
or the like so made are punishable by fine or imprisonment, or both, under Section 1001 
of Title 18 of the United Slates Code, 




Carolyn J. Campbell 
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EXHIBIT A 



RE United States Patent No. 
Our File: 



The PateiU O/Tice requires the payment of maintenance fees for all issued utility patents 
Ihe fees become due V/z, Vh, and 1 1 Vz years tifter the date ofissuance. If the fees are not 
(imcly paid, the patent lapses and all of your rights aie lost. 

Your first mai ntenance fee is now due in the amount of $490 (United States Patent and 
Trademark Oftice fee.). Our charges for the docketing, maintenance and preparation of all 
rtjqufrcd forms is $500. "niis $500 includes cm keeping a current docket on the due dates for your 
upcoming majntcnajice fees, rcmindine you of the due date for payment of same, and follow up 
letters. 

Pkasc forward your payment to us by 
in ihe aniounl of $990, Upon our lecelpt of sanic we will proceed with paying the fee to the 
United Stales Patent and Trademark Office. 

You may receive a letter from a NON-GOVERNMENT entity attempting to mislead you 
iv.",^^!fr nf?*"^ are^n agency of the United States Government, i.e.. United Stales Patent and 
1 radcmark Omce. and oftenng their services to you regarding payment of the current 
maintenance fee due on your patent We would encourage you to ignore their letter and their 
request for money If you have questions regarding receipt of this non-govcmmenl letter please 
call me at once to discuss it further. ' 
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We also take tlits oppoilumty to remind you to promptly let us know if your status 
changes from "sjmall'' to "large'* entity so that we may prepare the necessary forms for filing i: 
the U,S. Patent and Trademark Office, as required. If you liavc licensed this Patent to a 
company having more than 500 employees - including all affiliates, we must have this 
information before payment of your current maintenance fee. 

If you have any questions, please do not hesitate to contact me. 

Sincerely, 



□ YES, please pay the current maintenance fee. My check for $990 enclosed. 

a YES, please pay this mainte^iance fee. However, small emity status no loneer aoDlies 
My check for SI ,480 is enclosed. ^ «*PPi't.E,, 



□ NO, pleaae DO NOT p^y this maintenance fee. I understand that by not payina the 
current fee, the patent wiU lapse and all rights will be lost. 



Dare: 
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EXHIBIT B 



RE: United States Patent No- 
Our File: 



On we wrote lo you regarding a maintenance fee that is required lo be paid lo Uic Piilent 
Office with respect to the above patent. 

To date we have not received your instructions and check to pay same. 

Unless wc have your check in our office on or before in the amount of $, we will 
withdraw from further representation in this matter. 

Please be advised tliat failure to pay this maintenance fee lo the Patent Office will resuh 
in abandonment of your patent. 

Sincerely, 
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MAHLE TENNEX NORTH AMERICA 
505 E MADISON 
WINTERSET lA 50273 



LAW OFFICES 

STURM & FIX LLP 

STE 1213 
206 SIXTH AVENUE 
DES MOINES lA 5D300-4076 

TELEFAX (515) 2aft^fl 60 
TELEPHONE (615) 238-9589 

RECEIVED 

JUL 02 2010 
OFFICE OF PETITIONS 



JUN2520O 



EXHIBIT C 



January 25. 2006 
Invoice: 25899 



In Reference To: UMTBD STA TBS Patent Application S.N. 09/S2S.36S fited March IS 2000 'Noise 

■ ^'^^ °- ' ^s^'anati to Parr Uanufacturtpg . now U,S. Patont 

No. 6.408,979 issued June 25, 2002 
2-S127-013 



Leaal Servfcas; 



1/31/2006 Review of docket and ail written correspondence regarding deadline for current maintenance 3sn on 
fee due; preparation and filing of all required documents and fees with the Patent Offce- 
docketing and written correspondence regarding acknowledgement from 
Patent Office for payrnent of fee: review and docketing of next r^uired maintenance fee 
S SimberTzOOr "^^"^'"^ "^^^^^ °^ P^y'"9 maintenance fee before due date iso.OO 
For professional services rendered 



Additional Chargos : 



1/31/2006 Patent Office fee - payment of first maintenance fee 

Patent Office surcharge for tete filing of first maintenance fee 
Total costs 



S500.00 



450.00 

65.00 

$615.00 

Total amount of this bill 



$1,015.00 
Balance due 

$1,016.00 



WHEN MAKING PAYMENT, PLEASE REFER TO CLIENT/ACCOUNT REFERENCE NUMBER 5127^13 
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UW OFFICES 

STURM & FIX LLP 

QIC 1213 
206 SfXlHAVENUC 
DESMOfNES |A 

■lELEFAa(315)25&-4800 



EXHIBIT IJ 



Apnl 28, 2006 
Invoice: 



MAHLE TENMEX NORTH AMERICA 
505 H MADISON 
WINTERSETIA 50273 



;n Rc^lercno© To: UNITED STATES Patent Apptlc^tion 5.W. 09/5^5,565 fitod March 15 2000 "A/ofee 

t^^L^TnT.^n^-''' ^ ' ^^f"^ ^' ^'"'^^^ ' P^^'^ mnvf^cturinQ - now U.S. Patent 

No, 6,408,979 tssuod Juno 25, 2002 

2-5127-013 



AiiditlonaJ Charges : 



^/2a/200f5 PiMunl orfic;« fees (difforei^ce in ^mall enlity ^% billed 1 '20/05 to (arqc enith/> 
S'550.00 adciitionsl for mriinlenanco fee 
SCii.OC adOitionai toj- !ato {.layment surcharge 



Toicil Costs 
Previous balance 



Piaymcnt ^ thank you - invoico ^5899 (1/26/2006). Check No. 63527 
4/27^;.O05 Pciymcnt - thank you. ChecK No. 95352 

Total payrnenls and ocjjustmonis 



■ Amount 
515 00 

S51.5-Q0 
$1,015.00 
(SI. 01 S 00) 

(51.015 nnj 

|S2.030.0U^ 
($^300.00: 



CRFOIT fiALANCe - DO NOT PAY 



WI-ICN MAKING PAYMENT. PLEASE REFER TO Cur;N r/ACCOUNT REFERENCE NUMBER 51 



27-013 



WE APPRECIATE YOUR BUSINESS 
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IN TOE UNITED STATES PATENT AND TRADEMARK OFFICE 



In rc Application of: LARRY J). FORBES 

Serial No.: 09/525,365 

Filed: March 15. 2000 

Entitled: NOISR ABATEMENT FILTER 



JUL 02 2010 
OFFICE OF PETITIONS 



RECEIVED 



PATENT No.: 6.408,979 
Issued: June 25, 2002 

ASSIGNEE: MAHLE PARR FILTER SYSTEMS INC. 



PECLARATfON 



I, MICHEL ICHOURI, declare: 

1 . My name is Michel Khouri, and I reside in the city of Birmingham, Slate of Michigan. 

2. 1 am Director of Product Development of Mahle, Industires Inc., AMAHJ>B@. owner of 
U.S. Patent No. 6,408,979. 

3. MAHLE lias for several years exclusively manufactured and sold a noise abatement filter 

for fuel tanks covered by U.S. Patent No. 6,408,979 to General Motors Corporation 
(hereinafter AGMQ) which is or has been original equipment in GM automobile models 
GM C Acadia, Buick Enclave, Saturn Outlook, and Chevy Traverse. The part is, and has 
been supplied to GM througli the lier-l fUcl systems and tank supplier, INERGY 
Automotive Systems (hereinafter "INERGY".) 

4. On or about April 28, 2009, 1 was contacted by Mr. Bob Walters, Sales Account Manager 

of MAHLE, that he had received an e-mail correspondence firom Thomas Wright, Senior 
lii^cr of INERGY infoi-ming him that GM had noticed that the U.S. Patent No. 6,408,979 
was expired because the first maintenance fee had not been paid. 

5. Mr. Wright of INERGY also told Mr. Walters from MAHLE m the e-mail correspondence 

of Paragraph 4 above, that because of GM's belief that the U.S. Patent No. 6,408.979 had 
expired, GM intended to source the noise abatement filter product to a supplicsr other than 
MAHLE. He further indicated that GM had identified a supplier that was able to produce 
tlxfs pari at 28% less than MAHLE's current price and tliat GM had instructed INERGY 
to proceed with the transfer of the production tooling to ihe new supplier. 
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6. 1 was not aware that the maintenaace fee for U.S. Pattsut No. 6,408,979 had not been paid 
until Mr. Walters of MAHLE forwarded lo me. Mr. Wright's e-mail oflNERGY's e-mail 
correspondence referred to Paragraphs 4 and 5 above. 

7. Immediately after my receipt of the e-mail correapondence identified in Paragraph 6, 1 
discus.sed this matter with Mr. John Feather, Director of Operations of MAHLE. Mr, Bob 
Walters, Sales Account Manager of MAHLE. and Mr. Tim Catchpole, Program Manager 
ofMAHI,E. 



8. Ou April 29, 2009 1 called Michael Sturm, a Registered Patent Attorney with Sturrn and 

Fix L1,P of Des Moines Iowa to discuss this matter and it was confirmed by Mr. Sturm 
and his Legal Assistant, Vicki Shepherd, that the first maintenance fee for U.S. Patent No 
6,408,979 had not been paid. 

9. On April 29 and 30, 2009 1 looked for doaiments in MAHLE^s files and found Exhibit A, 

a letter sent to Sturm & Fix LLP (tlien Henderson & Sturm LLP) wherein MAHLE had 
given instructions dated December 12, 2005 to pay the maintenance fee. 

10. On April 30. 2009 1 sent an e-maii to Michael Sturm with this message; 

Ma. reference to the said patent, our records indicate that 
we have made payment to cover mamtenance fees and 
associated late charges. Payment was made on 4/21/06 
by check #95352, with a check encashment date of 5/3/06. 
(See attached file: Sturm 21900485722.tif) 

Yet, it seems that the patent has expired. How do we know 
for sure that it has or has not? Did the patent office not process 
the maintenance fee?@ 



1 1 . On May 1 , 2009 Michael Sturm of Stunn & Fix LLP called me to confimj that the 
maintenance fee had inadvertently not been paid despite MAHT.E=s instructions to pay it, 
Mr. Sturm promising to prepare and file a Petition to Revive. 

12. On May 6, 2009 Exhibit I, a letter from Thomas R. Wright of INERGY AUTOMOTIVE 
SYSTEMS to Bob Walters of MAHLE, was brought to my attention, this letter of Exliibit 

2 
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I explaining the importance of U.S. Patent No. 6.408.979 to MAIILE and why MAHLE 
urgently needs to get this patent revived. 

I furtlier declare tliat all of the statements made herein of my own knowledge are true, and 
that all statements made herein on information and belief are believed to be true, and further that 
these slalements were made with the knowledge that willfiil felse statements or the like so mare 
are pimishablo by fine or imprisonment, or both, under Section 1001 of Title 1 8 of the United 
Slates Code 




Michel Khouri 



Dated: 




3 
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WHntSVAOTOMOtME SYSTEMS 
2/ 10 HdHfiOhpin Cui(D 400 . Troy. Mi. 'M0H3 



MAHLti 

23030 HAQCfirty [Id. 
Formlnftton HUfs, Mr 48335 

A'^TTN: Mr. Bob Wflllci^ 



DcarMr. Walt«rt), 

1 uiu wriliiifi ill rdapodftft lo your teller ddted May 5, 2009 regarinnftlhe Umbda Bafno resource. This cpiTtspoudencc 
Is lo 3CI-VC fis a suitiitmry of evcnla to fiir aiid INGROY *s expccim ions moving Forward 

On April 28, 2m, INHRGY luxified M AHLB of GM's lnhati (o rt^sowcc tlie LmnMa Baffle / PN 0521 lOAB (pfcaw 
note a»nt INERfiY coniWcre this dnic lo be MAHl-E's ofTioluI iioUficaiion <?r busliiwa trtnafer). At Ihls time, INet<OY 
nlao offftijid M AHLE a nic rast rcfiisal on lIiTs business or rcq^icaled they pmcetd vrlUi pmHIiiift lEie coats nssoclnted 
\vi(h nn eight wctk bnnlc, 'Hit ixqiiiated due dnte for MAHtB's rtuiportse wna May l» 2009. 

On April 30, 200?, MAHLE rcspundcd by requestfng QCM production IbrccMi quantUics and the exact volmnts 
nssociBled with on eT^hi w«k bank build. Prodirciion rtlewcs fixim bolh Adritm ^iid Aod^tson. wWch conlalvicd (ho 
requester Irtformatwin Ti/ero provided to M AHLfe tb^> apm^ day. MAI I LB nfiolii res)30tiikd that JNERG Y needed to 
cQimnn tlio eight week bunk quontillca and adtfiliojielly provide lo lliwii cech pkiirs on bnnd Uafric qwanlltles. 

On Mny 4 ^009, cnch INFRQ Y plant provided lite itiiucsled ol^fbt wedt bnnk qnnntiUc*, as wo!I ihe current on hnnd 
«icck Ibr llwj Bome. At lh« lunc, INERGY b^qIii it;*|ucaicd q fflsponso ^K)m MAHLE dq price inatclUne and / or Ihcir 
required batik cosU. A request to bcfiln prcpmatlonJi for a tcvlew or MAHCE'b tools was olso inndc. 

On Mfty 5. 20[)9, \IAHLE otnelniry reapoiided lliin tlwy havo pnloiil tt ^.^0B,?>79 on the l-ambdn Bnfne and that a 
supply tigreeincirt 19 In force between MAHLE nAd INERGY, 

Today INERGY conrmned thLl pnlcrU ^04.079 expired on June 25, 2006 due lo Hillurc io pay niamtonanco fees and 
Uence, ihis patent cflituoi be used to furtlwr dthy the transfer of ilie Bnfne busfnessL Plewo mc the followfnB link for 
VCnfiCftllon: htl:pi //L^ w.u3pto,qQv/qo/Qq/zoQ6/wcc]<3</potexpl>yitm 

J^^^^^l^^^"^}^ reqi«5iifiis d response gnm MAHLE on prico niatclilng and / or Ihwir a-qulrod bank cosls 
g V/?nQ?^5^^^'™^'l^' MflV7 > '^qpy, A tncGiins will he scheduled with INEKOY. MAHLE and GM on Piidny, May 
2009 lodiscitssnokt stops, " ' 

Thniikfi for your prompt response. 



Siraiuhsjy, 




Sr* Program Duyur 
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